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QUINTENS ET AL 



Art Unit 
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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, how^ever. may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- tf the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply WiW, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )I3 Responsive to communication(s) filed on February 14, 2001 (IDS) . 
2a)n This action is FINAL. 2b)K This action is non-final. 

3) \3 Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
Disposition of Claims 

4) 13 Claim(s) 1-16 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) 13 Claim(s) Ml is/are rejected. 

7) 0 Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10) 0 The drawing(s) filed on is/are: a)n accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

1 1) 0 The proposed drawing correction filed on is: a)n approved b)n disapproved by the Examiner. 

If approved, connected drawings are required in reply to this Office action. 

12) 0 The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

1 3) 13 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 

a)nAII b)n Some* 0)13 None of: 

1 .13 Certified copies of the priority documents have been received, 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) 13 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) n Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 . 

Attachment(s) 

1) ^ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) Paper No(s). . 

2} □ Notice of Draflsperson's Patent Drawing Review (PTO-948) 5) □ Notice of Informal Patent Application (PT0.152) 

3) 12^ Information Disclosure Statement(s) {PTO-1449) Paper No(s) 2 . 6) □ Other: 
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DETAILED ACTION 



Claim Rejections - 35 USC §112 



1 . The following is a quotation of the second paragraph of 35 U.S. C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

2. Claim 4 recites the limitation "said silica" in line 12. There is insufficient antecedent 
basis for this limitation in the claim. 

3. Claim 5 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite for failing 
to particularly point out and distinctly claim the subject matter which applicant regards as the 
invention. The claim is indefinite because it doesn't appear to further limit subject matter of 
claim 1 in that claim 1 does not mention an aqueous solution. It is not clear from the claim that 
there is an aqueous solution in claim 1 . 



1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 
(e) the invention was described in- 

(1) an application for patent, published under section 122(b), by another filed in the United States before the 
invention by the applicant for patent, except that an international application filed under the treaty defined in 
section 351(a) shall have the effect under this subsection of a national application published under section 122(b) 
only if the international application designating the United States was published under Article 21(2)(a) of such 
treaty in the English language; or 

(2) a patent granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that a patent shall not be deemed filed in the United States for the puq^oses of this 
subsection based on the filing of an international application filed under the treaty defined in section 35 1(a). 



Claim Rejections - 35 USC §102 
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2. Claims 1-3, and 6-8 are rejected under 35 U.S.C. 102(e) as being anticipated by USPN 
6,238,784 to Mochizuki et al. 

Mochizuki discloses an ink-jet recording sheet (element) comprising a support, an ink 
absorption layer (receiving layer), a porous inorganic pigment of non-crystalline (amorphous) 
silica, with silica or silicate particles dispersed in a cation-modified polyvinyl alcohol that 
inherently produce silanol modified polyvinyl alcohol, and a styrene-butadiene copolymer or 
acrylate latex (film- forming polymer) having a glass temperature lower than 50 degrees Celsius 
(see col 2, line 45-col. 3, hne 3; col. 3, Une 24-38; col. 4, line 64-col. 5, line 5; col. 5, lines 22- 
25; col 6, lines 30-35; patented claim 3) . 

Claim Rejections - 35 USC §103 

3. The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentabihty shall not be negatived by the 
manner in which the invention was made. 

4. Claims 1, 4-5, and 9-15 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
USPN 6,238,784 to Mochizuki et al. in view of USPN 5,853,540 to NiemoUer et al. and further 
in view of USPN 6,022,440 to Nordeen et al. 

As discussed above, Mochizuki discloses an ink-jet recording sheet (element) comprising 
a support, an ink absorption layer (receiving layer), a porous inorganic pigment of non- 
crystalline (amorphous) silica, with silica or silicate particles dispersed in a cation-modified 
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polyvinyl alcohol that inherently produce silanol modified polyvinyl alcohol at col. 5, lines 22- 
25. Mochizuki also shows a styrene-butadiene copolymer or acrylate latex (film-forming 
polymer) having a glass temperature lower than 50 degrees Celsius (see col. 2, line 45-col. 3, 
line3; col. 3, line 24-38; col. 4, line 64-col. 5, line 5; col. 6, Hnes 30, 34, 35; patented claim 3). 

Regarding claim 4, Mochizuki does not expressively disclose amorphous silica having 
the particle size requirements. Niemoller teaches a water-resistant recording material for an 
Inkjet process where porous silica has the particle size range requirements of claim 4 (see col. 3, 
line 19). It would have been obvious to one of ordinary skill in the art to modify the ink jet sheet 
of Mochizuki in order to produce an ink jet recording element like that of clairTy4, for the 
purpose of providing good absorptivity as taught by Niemoller at col. 3, line 15 for porous 
pigments, like amorphous silica. 

Mochizuki does not expressly disclose the modification degree range of silanol modified 
polyvinyl alcohol and the viscosity requirements of the aqueous solution of claim 5. Mochizuki 
teaches at col. 5, lines 1 5-25, a modified polyvinyl alcohol containing silica particles having a 
modification degree between 0. 1 to 10 mol percent. Since Mochizuki produces the same silanol 
modified polyvinyl alcohol at col. 5, lines 22-25, it is obvious that the modification degree of 
modified polyvinyl alcohol would be expected to exhibit a silanol modification degree between 
0. 1 to 10 percent; furthermore, it is known in the art that polymerization degree of a hydrophilic 
binder such as polyvinyl alcohol impacts film-forming properties, and in particular viscosity of 
an aqueous solution. Thus optimization of these properties would have been obvious to one of 
ordinary skill in the art. 
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Regarding claims 9 and 10, Mochizuki is silent to further comprising a cationic substance 
like that of claim 10. Niemoller teaches the cationic substance of claim 10 (see col. 3, line 25). 
It would have been obvious to one of ordinary skill in the art to add further cationic substance 
because Niemoller teaches the advantage of fixing the ink dyes (e.g. porous silica) present in the 
recording layer at col. 3, line 25 in order to produce a printed image that is water-resistant, 
including resistance to other characteristics such as flexing, pleating, folding, scratching, due to 
the cationic and ionic interaction at col. 4, lines 25-33 resulting in an image that has unlimited 
stability under extreme environmental conditions. 

Both Mochizuki and Niemoller references are analogous art because they are in the same 
field of endeavor, namely ink jet recording sheet/elements. 

5. With regard to claims 1 1-13, and 15, Mochizuki is further silent to an ink jet recording 
element having an adhesive polymer disposed between a support and ink receiving layer. 
Nordeen teaches an ink jet image composite and the method of making such, including an 
adhesive polymer disposed between a support and ink receptive (receiving) layer, where the 
adhesive may be a releasable thermoplastic layer of suitable adhesive polymers such as 
copolymer styrene-butadiene, acrylics, vinyl acetates (it is well known in the art that vinyl 
acetates are vinylesters), and their combinations at col 2, lines 33-40 and col. 6, lines 41-55. 
With regards to claims 12-14, Mochizuki teaches several examples of acrylate latex polymers at 
col. 6, lines 30-44 including the copolymers of claims 12 and 14, and the polyacrylate latex of 
claim 13. It is well known in the art that the copolymers and polymers claimed are adhesive 
polymers as taught by Nordeen at col. 6, lines 46-55. It would have been obvious to one with 
ordinary skill in the art to modify the ink jet sheet of Mochizuki to include adhesive polymers 
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and copolymers of acrylate latex such as a copolymer of ethylacrylate- 
hydroxyethylmethacrylate, and styrene-butadiene as taught by Nordeen in order to produce an 
ink jet recording element which provides additional assistance for release of the ink receiving 
layer from the support and provide added protection for a transferred image composite at col 6, 
lines 41-46. 

6. Claims 1 and 16 is rejected under 35 U.S.C. 103(a) as being unpatentable over USPN 
6,238,784 to Mochizuki et al in view of USPN 6,214,458 to Kobayashi et al. 

As discussed above, Mochizuki expressly discloses the claimed invention. Mochizuki 
does not expressly disclose the option of an opaque support. Kobayashi teaches an ink jet 
recording sheet comprising the option of using a high glossy opaque support of polyethylene 
terephthalate in the Comparison Examples 1 and 2 in order to improve image quality. It would 
be obvious to a person with ordinary skill in the art to modify the ink jet sheet of Mochizuki to 
include an opaque support as taught by Kobayashi to produce an ink jet recording element in 
order to provide further support and improve image quality. 



7. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure: JP 08-159759 to Mochizuki et al. foreign document to USPN 6,238,784. USPN 
5,395,433 to Maruyama discloses an ink recording medium comprising a vinylester latex. 



Conclusion 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Tamra L. Dicus whose telephone number is (703) 305-3809. The 
examiner can normally be reached on Monday-Friday, 7:00-4:30 p.m., alternate Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Cynthia Kelly can be reached on (703) 308-0449. The fax phone numbers for the 
organization where this application or proceeding is assigned are (703) 746-8329 for regular 
communications and (703) 872-931 1 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 308-0661. 




Tamra L. Dicus 
Examiner 
Art Unit 1775 



CYNTHIA H. KELLY 
SUPERVISORY PATENT EXAMINER 
TECHNOLOGY CENTER 1700 



June 10, 2002 




